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DETAILED ACTION 
Response to Arguments 

1 . In view of the BRIEF ON APPEAL filed on 5/26/2004, PROSECUTION IS 
HEREBY REOPENED. New grounds of rejection are set forth below. 

To avoid abandonment of the application, appellant must exercise one of 
the following two options: 

(1 ) file a reply under 37 CFR 1.111 (if this Office action is non-final) or a 
reply under 37 CFR 1.113 (if this Office action is final); or, 

(2) request reinstatement of the appeal. 

If reinstatement of the appeal is requested, such request must be 
accompanied by a supplemental appeal brief, but no new amendments, affidavits 
(37 CFR 1.130, 1.131 or 1 .132) or other evidence are permitted. See 37 CFR 
1.193(b)(2). 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 1 02 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in 
public use or on sale in this country, more than one year prior to the date of application for patent in 
the United States. 

3. Claim 20 is rejected under 35 U.S.C. 102(b) as being anticipated by 
Taylor U.S. Patent 5,578,808 [Taylor]. 



4. 
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As per claim 20: 
Taylor discloses: 

means allowing a customer to access his individual program account, the 
individual program account being an account representing an array of accounts 
that have been individually selected by the customer from the totality of the 
accounts and including at least one stored value account for a merchant; Col. 3, 
lines 20-54. 

a host processor for executing transaction instructions and maintaining 
individual program account information, said host processor including a database 
for maintaining individual program account transactions and records; Col. 4, 
lines 5-45. 

means for establishing and maintaining a plurality of customer individual 
program accounts; Col. 5, lines 10-50. 

means to support of a customers' transactional interchange of individual 
program account including access to a stored value account having been pre- 
authorized by a customer to settle transactions. Col. 5, lines 5-40. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 102 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 
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6. Claims 21-38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Taylor as applied to claim 20 above, and further in view 
of Davis et al. U.S. Patent 6,282,522 [Davis]. 

As per claim 21: 

Taylor discloses the claimed invention except for a plurality of stored value 
accounts maintained by a merchant for a plurality of customers each having an 
individual program account. However, Taylor does teach about the use of the 
card for doing transactions with companies other than a credit card company. 
Col. 4, lines 44-50. Taylor further illustrates in Fig. 1, multi-card records 
accessible for use including oil and hotel and airline merchants. Davies teaches 
that it is known in the art to provide a plurality of stored value accounts 
maintained by a merchant for a plurality of customers each having an individual 
program account. Col. 8, lines 20-36. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the 
multi- card/merchant accessibility of Taylor, to include one of the 
companies/merchants describe in Davies that offers the capability of functioning 
as a payment server at its own site and providing the convenience of on site 
banking functions at the companies/merchants site. 

As per claim 22: 

Taylor discloses the claimed invention except for a plurality of demand 
deposit accounts maintained by a plurality of customers in a federally insured 
banks as a component of an individual program account. It would have been 
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obvious to one having ordinary skill in the art at the time of the invention was 
made to have a plurality of demand deposit accounts maintained by a plurality of 
customers in a federally insured banks as a component of an individual program 
account, .since it is known in the art that a smart card can be used for 
transactions involving not only banks but as Taylor teaches, a variety of 
commercial accounts i.e. VISA, oil co, hotels, etc. 

As per claim 23: 

Taylor discloses a multi-application data card, which is capable of 
substituting for a plurality of existing single application data cards. The examiner 
takes Official Notice that a common data card can be a merchant card i.e. 
Sears, Hecht's, etc. Davis discloses that a merchant can implement payment 
server functionality which as taught, provides all the functions associated with 
banking functions i.e. funds transfer in and out. Col. 8, lines 20-36. 

It would have been obvious to one having ordinary skill in the art at the 
time of the invention to have included as on e of the data cards, a merchant card 
that provided the capability of financial transactions because the skilled artisan 
would have recognized that this business practice of providing financial 
transactions at a point of sale provides convenience and added value to their 
service to the customer and is clearly applicable to one of Taylor's accounts that 
a merchant can implement payment server functionality which as taught by 
Davis, provides all the functions associated with banking functions i.e. funds 
transfer in and out. These advantages are well known to those skilled in the art. 



Application/Control Number: 09/644,560 
Art Unit: 3621 



Page 6 



As per claim 24: 
Taylor further discloses: 

means to support an array of mechanisms by which customers may 
convert value from one account in their individual program account to another 
account in the same individual program account. Fig. 7-8. 

As per claim 25: 

Taylor and Davis discloses the claimed invention except for means 
enabling said merchant to utilize point of sale terminals to access services to 
verify a check presented by a customer to the merchant. However, Taylor, as per 
fig. 7-8, teaches about electronic funds transfer. Fig. 7, 202 - Fig. 8, 218 . It 
would have been obvious to one having ordinary skill in the art at the time of the 
invention was made to enable said merchant to utilize point of sale terminals to 
access services to verify a check presented by a customer to the merchant, 
since it is known in the art that verification of a check entails the same procedure 
as authorization of a card . 
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As per claim 26: 
Taylor further discloses: 

means for establishing a merchant demand deposit account and providing 
said merchant access to that same merchant demand deposit account. Col. 5, 
lines 50-65. 



As per claim 27: 
Taylor further discloses: 

means enabling said merchant to credit to a customer's stored value 
account by an amount based on the value of a negotiable instrument presented 
to the merchant by the customer. Col. 8, lines 1-67. 

As per claim 28: 
Taylor further discloses: 

means enabling a customer to access their stored value account to credit 
or debit other accounts in their individual program account. Fig. 3. 

As per claim 29: 
Taylor further discloses: 

means enabling a customer to utilize the value in the customer's stored 
value account and instruct the merchant to credit the customer's demand deposit 
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account at a bank with funds from said merchant's demand deposit account. Col. 
7-8, lines 1-67. 

As per claim 30: 

Taylor does not expressly show establishing a customer individual 
program account which includes at least one customer stored value account, 
establishing a customer demand deposit account, establishing a merchant stored 
value account, and executing a transaction between said consumer and said 
merchant affecting the account balances in said customer stored value account, 
said customer demand deposit account and said merchant's stored value 
account. 

However Taylor does show a plurality of customer individual program 
accounts called VISA, AIRLINES, HOTEL, etc. Any of these accounts could be a 
stored value account, a demand deposit account, etc. Also, these accounts, as 
shown by Taylor can be interactive as per Fig. 7-8. 

So, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The executing a 
transaction step would be performed the same regardless of the type of name 
given to an account. Thus, this descriptive material will not distinguish the 
claimed invention from the prior art in terms of patentability, see In re Gulack, 
703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 
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Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to establishing a customer individual 
program account which includes at least one customer stored value account, 
establishing a customer demand deposit account, establishing a merchant stored 
value account, and executing a transaction between said consumer and said 
merchant affecting the account balances in said customer stored value account, 
said customer demand deposit account and said merchant's stored value 
account because what an account is called does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of an 
account does not patentably distinguish the claimed invention. 

As per claim 31: 

Taylor discloses the claimed invention except for the step of pre-approving 
withdrawals from either a customer stored value account or a customer demand 
deposit account. It would have been obvious to one having ordinary skill in the art 
at the time of the invention was made to the step of pre-approving withdrawals 
from either a customer stored value account or a customer demand deposit 
account, since it is known in the art that Card Authorization prior to transferring 
value as per steps 221 and 214, Fig. 8, is the same as pre-approval. 
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As per claim 32: 
Taylor further discloses: 

the step of establishing accounts within said individual program account. 

Fig. 1. 

As per claim 33: 

Taylor discloses the claimed invention except for the step of executing a 
transaction comprising the step of presenting a negotiable instrument at a point 
of sale at said merchant, to credit or debit account balances. Davis teaches that 
it is known in the art to provide the step of executing a transaction comprising the 
step of presenting a negotiable instrument at a point of sale at said merchant, to 
credit or debit account balances. It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the 
accounts of Taylor with the step of executing a transaction comprising the step of 
presenting a negotiable instrument at a point of sale at said merchant, to credit or 
debit account balances of Davis in order to provide convenience to the customer 
for conducting transactions with a merchant. 

As per claim 34: 
Taylor further discloses: 

the step of providing customer access to the customer demand deposit 
account and said customer individual program account accounts to convert 
balances from one account to another account. Fig. 3-4. 
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As per claim 35: 
Taylor further discloses: 

the step of providing merchant access to the merchant stored value 
account to convert a balance to said customer demand deposit account. Fig. 7-8. 

As per claim 36: 

Taylor discloses the claimed invention except for the step of establishing a 
merchant demand deposit account. It would have been obvious to one having 
ordinary skill in the art at the time of the invention was made to the step of 
establishing a merchant demand deposit account,, since it is known in the art that 
in order to have a TYPICAL APPLICATION RECORD, as per Fig. 4, the step of 
establishing a merchant demand deposit account would have to of been done. 

As per claim 37: 

Taylor does not expressly show the step of converting a balance from said 
merchant demand deposit account to said customer demand deposit account. 
Taylor does show as per Fig. 7-8 transferring funds between accounts. The 
Examiner submits that a credit card could represent demand deposit accounts. 

So, these differences are only found in the nonfunctional descriptive 
material and are not functionally involved in the steps recited. The executing a 
transaction step would be performed the same regardless of the type of name 
given to an account. Thus, this descriptive material will not distinguish the 
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claimed invention from the prior art in terms of patentability, see In re Gulack, 
703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. Cir. 1983); In re Lowry, 32 F.3d 
1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to the step of converting a balance from 
said merchant demand deposit account to said customer demand deposit 
account, because what an account is called does not functionally relate to the 
steps in the method claimed and because the subjective interpretation of an 
account does not patentably distinguish the claimed invention. 

As per claim 38: 

Taylor does not expressly show that what is presented is a negotiable 
instrument. Taylor does teach about ELECTRONIC FUNDS TRANSFER. The 
Examiner submits that to accomplish an electronic funds transfer, a virtual 
negotiable instrument is utilized. Also, a debit card is a negotiable instrument 
and/or represents a negotiable instrument. As presented previously, Davis shows 
where a merchant account can act as a PAYMENT SERVER with all the 
functions of a PAYMENT SERVER. 

Therefore, these differences are only found in the nonfunctional 
descriptive material and are not functionally involved in the steps recited. The 
steps of said customer presenting a negotiable instrument at a point of sale at 
said merchant, acceptance of the negotiable instrument by the merchant, 
crediting a corresponding value corresponding to the negotiable instrument to the 
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customer SVA and paying for the purchase of goods from said merchant, steps 
would be performed the same regardless of the type of negotiable instrument 
presented be it actual, representative form or virtual. Thus, this descriptive 
material will not distinguish the claimed invention from the prior art in terms of 
patentability, see In re Gulack, 703 F.2d 1381, 1385, 217 USPQ 401, 404 (Fed. 
Cir. 1983); In re Lowry, 32 F.3d 1579, 32 USPQ2d 1031 (Fed. Cir. 1994). 

Therefore, it would have been obvious to a person of ordinary skill in the 
art at the time the invention was made to have the steps of said customer 
presenting a negotiable instrument at a point of sale at said merchant, 
acceptance of the negotiable instrument by the merchant, crediting a 
corresponding value corresponding to the negotiable instrument to the customer 
SVA and paying for the purchase of goods from said merchant because the type 
or representation there of does not functionally relate to the steps in the method 
claimed and because the subjective interpretation of the data does not patentably 
distinguish the claimed invention. 

Examiner's Note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims below for the convenience of the applicant. 
Although the specified citations are representative of the teachings in the art and 
are applied to the specific limitations within the individual claim, other passages 
and figures may apply as well. It is respectfully requested from the applicant, in 
preparing the responses, to fully consider the references in entirety as potentially 
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teaching all or part of the claimed invention, as well as the context of the passage 
as taught by the prior art or disclosed by the examiner. 

Conclusion 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Daniel L. Greene whose telephone number is 
703-306-5539. The examiner can normally be reached on M-Thur. 8am-6pm. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, James P. Trammell can be reached on 703-305-9768. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
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